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Serial Number: 10/644603 Attorney's Docket #: 9319S-000540 
Filing Date: 8/20/2003; claimed foreign priority to 7/15/2003 and 8/21/2002 


Applicant: Yamada et al. 


Examiner: Alexander Williams 


Applicant's RCE/Amendment filed 2/20/06 to the election with traverse of Species 
I of figure 3 (claims 9-15) filed 1/21/05 is acknowledged. 


Claims 1-8 and 10-23 have been cancelled. 


The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 


Claim 9 is rejected under 35 U.S.C. 102(b) as being anticipated by Gurtler et al. 
(U.S. Patent #5,457,879). 

9. Gurtler et al. (figures 1 to 1 1 ) specifically figure 1 show a 
semiconductor device mounting structure including a 
semiconductor device 24 having an electrode 36 and a substrate 
12 having a wiring terminal 22 that is conductively connected to 
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the electrode, wherein a width of the wiring terminal is smaller 
than a width of the electrode; a recessed portion (within 36) 
formed in a center portion of the electrode 36 before the electrode 
and the wiring terminal are conductively connected, the recessed 
portion is constituted by a dimension corresponding to the width 
of the wiring terminal; and the one of the electrode and the wiring 
terminal is embedded in a surface of the other of the electrode 
and the wiring terminal. 


Claim 9 is rejected under 35 U.S.C. 102(e) as being anticipated by Hedler (U.S. 
Patent #6,555,41 5 B2). 

9. Hedler (figures 1 to 24) specifically figure 18 show a 
semiconductor device mounting structure including a 
semiconductor device 9 having an electrode 8a and a substrate 
109 having a wiring terminal 103a-f that is conductively connected 
to the electrode, wherein a width of the wiring terminal is smaller 
than a width of the electrode; a recessed portion (within 8a) 
formed in a center portion of the electrode 8a before the electrode 
and the wiring terminal are conductively connected, the recessed 
portion is constituted by a dimension corresponding to the width 
of the wiring terminal; and the one of the electrode and the wiring 
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terminal is embedded in a surface of the other of the electrode 
and the wiring terminal. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Initially, and with respect to claims 9 and 24, note that a "product by process" 
claim is directed to the product per se, no matter how actually made, In re Hirao . 190 
USPQ 15 at 17 (footnote 3). See also In re Brown . 173 USPQ 685; In re Luck . 177 
USPQ 523; In re Wertheim . 191 USPQ 90 (209 USPQ 554 does not deal with this 
issue); In re Fitzgerald . 205 USPQ 594. 596TCCPA1: In re Marosi et al. . 218 USPQ 
289 (CAFC); and most recently, In re Thorpe et al. . 227 USPQ 964 (CAFC, 1985) all of 
which make it clear that it is the final product per se which must be determined in a 
"product by process" claim, and not the patentability of the process, and that, as here, 
an old or obvious product produced by a new method is not patentable as a product, 
whether claimed in "product by process" claims or not. Note that Applicant has burden 
of proof in such cases as the above case law makes clear. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 


Hatakeyama Tomoyuki (Japan Patent# 11-251363). 
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9. Tomoyuki (figures 1 to 13) specifically figures 1 and 2 show a 
semiconductor device mounting structure including a 
semiconductor device 1 having an electrode 3 and a substrate 5 
having a wiring terminal 4 that is conductively connected to the 
electrode, wherein a width of the wiring terminal is smaller (this 
portion of the 4 width being at the intersection of the bottom 
of 3) than a width of the electrode (this width being at the 
bottom of 3); a recessed portion (4b being the center recessed 
portion of 3 in which 4 fills) formed in a center portion of the 
electrode 3, the recessed portion (4b being the center recessed 
portion of 3 in which 4 fills) is constituted by a dimension 
corresponding to the width of the wiring terminal (outer lining of 
4 with in 3); and the one of the electrode and the wiring terminal 
is embedded in a surface of the other of the electrode and the 
wiring terminal. Applicant’s claim language of a recessed portion 
formed in a center portion of the electrode before the electrode 
and the wiring terminal are conductively connected is given little 
weight. In a device claim, the Examiner is interested in finding the 
final structure claimed by Applicant. Whether the recess portion 
formed in a center portion of the electrode was created before or 
after the conductive connection to the wiring terminal, the same 
final structure occurs if a recess is present in the structure 
(clearly shown in figure 4). 

As to the grounds of rejection under section 103, see MPEP § 21 13. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kurashima Yohei (Japan Patent# 2001-223243). 

9. Yohei (figures 1 to 12) specifically figure 1(B) show a 
semiconductor device mounting structure including a 
semiconductor device 10 having an electrode 16 and a substrate 
20 having a wiring terminal 22 that is conductively connected to 
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the electrode 22, wherein a width (from one end of 22 to the 
other end) of the wiring terminal is smaller than a width of the 
electrode (from one end of 16 to the other end); a recessed 
portion (at 27 is where a whole is within 16 and where 22 fill 
the recessed portion) formed in a center portion of the 
electrode, the recessed portion is constituted by a dimension 
corresponding to the width of the wiring terminal; and the one of 
the electrode and the wiring terminal is embedded in a surface of 
the other of the electrode and the wiring terminal. Applicant’s 
claim language of a recessed portion formed in a center portion of 
the electrode before the electrode and the wiring terminal are 
conductively connected is given little weight. In a device claim, 
the Examiner is interested in finding the final structure claimed by 
Applicant. Whether the recess portion formed in a center portion 
of the electrode was created before or after the conductive 
connection to the wiring terminal, the same final structure occurs 
if a recess is present in the structure. 

As to the grounds of rejection under section 103, see MPEP § 21 13. 

Claim 24 is rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Gurtler et al. (U.S. Patent # 5,457,879) in view 
of Applicant’s Prior Art figures 1 0 and 1 1 . 

24. Gurtler et al. (figures 1 to 1 1 ) specifically figure 1 show a 
device comprising: a retaining substance 36; a wiring substrate 12 
including a wiring terminal 22 conductively connected; and a 
semiconductor device 24 including an electrode 36 conductively 
connected to the wiring terminal; wherein: a width of the wiring 
terminal is smaller than a width of the electrode; a recessed 
portion formed in a center portion of the electrode before the 
electrode and the wiring terminal are conductively connected, the 
recessed portion is constituted by a dimension corresponding to 
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the width of the wiring terminal; and the wiring terminal is 
embedded in a surface of the electrode. Gurtler et al. fail to 
explicitly show an electro-optical device comprising: an 
electro-optical panel retaining an electro-optical substance. 

Applicant’s Prior Art figures 10 and 1 1 discloses show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance for the purpose of enabling 
connection of a wiring board without the provision of soft material 
for lands of the board at mounting flip chip and moreover with a 
fine pitch. 

Therefore, it would have been obvious to one of ordinary skill 
in the art to the teach of Applicant’s Prior Art figures 10 and 1 1 to 
modify Gurtler et al.’s device for the purpose of enabling 
connection of a wiring board without the provision of soft material 
for lands of the board at mounting flip chip and moreover with a 
fine pitch. 

Claim 24 is rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Hedler (U.S. Patent # 6,555,415 B2) in view of 
Applicant’s Prior Art figures 10 and 1 1 . 

24. Hedler (figures 1 to 24) specifically figure 18 show a device 
comprising: a retaining substance 8a; a wiring substrate 109 
including a wiring terminal 103a-f conductively connected; and a 
semiconductor device 9 including an electrode 8a conductively 
connected to the wiring terminal; wherein: a width of the wiring 
terminal is smaller than a width of the electrode; a recessed 
portion formed in a center portion of the electrode before the 
electrode and the wiring terminal are conductively connected, the 
recessed portion is constituted by a dimension corresponding to 
the width of the wiring terminal; and the wiring terminal is 
embedded in a surface of the electrode. Hedler fail to explicitly 
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show an electro-optical device comprising: an electro-optical 
panel retaining an electro-optical substance. 

Applicant’s Prior Art figures 10 and 1 1 discloses show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance for the purpose of enabling 
connection of a wiring board without the provision of soft material 
for lands of the board at mounting flip chip and moreover with a 
fine pitch. 

Therefore, it would have been obvious to one of ordinary skill 
in the art to the teach of Applicant’s Prior Art figures 10 and 1 1 to 
modify Hedler’s device for the purpose of enabling connection of 
a wiring board without the provision of soft material for lands of 
the board at mounting flip chip and moreover with a fine pitch. 

Claim 24 is rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Hatakeyama Tomoyuki (Japan Patent #11- 
251 363) in view of Applicant’s Prior Art figures 1 0 and 1 1 . 

24. Tomoyuki (figures 1 to 13) specifically figures 1 and 2 show a 
device comprising: a retaining substance 6; a wiring substrate 10 
including a wiring terminal 4 conductively connected; and a 
semiconductor device 1 including an electrode 3 conductively 
connected to the wiring terminal; wherein: a width of the wiring 
terminal is smaller than a width of the electrode; a recessed 
portion formed in a center portion of the electrode, the recessed 
portion is constituted by a dimension corresponding to the width 
of the wiring terminal; and the wiring terminal is embedded in a 
surface of the electrode. Applicant’s claim language of a 
recessed portion formed in a center portion of the electrode 
before the electrode and the wiring terminal are conductively 
connected is given little weight. In a device claim, the Examiner is 
interested in finding the final structure claimed by Applicant. 
Whether the recess portion formed in a center portion of the 
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electrode was created before or after the conductive connection 
to the wiring terminal, the same final structure occurs if a recess is 
present in the structure. Tomoyuki fail to explicitly show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance. 

Applicant’s Prior Art figures 10 and 1 1 discloses show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance for the purpose of enabling 
connection of a wiring board without the provision of soft material 
for lands of the board at mounting flip chip and moreover with a 
fine pitch. 

Therefore, it would have been obvious to one of ordinary skill 
in the art to the teach of Applicant’s Prior Art figures 10 and 1 1 to 
modify Tomoyuki’s device for the purpose of enabling connection 
of a wiring board without the provision of soft material for lands of 
the board at mounting flip chip and moreover with a fine pitch. 


As to the grounds of rejection under section 103, see MPEP § 21 13. 


Claim 24 is rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Kurashima Yohei (Japan Patent # 2001- 
223243) in view of Applicant’s Prior Art figures 10 and 1 1 . 

24. Yohei (figures 1 to 12) specifically figure 3 show a device 
comprising: a retaining substance 27 ; a wiring substrate 20 
including a wiring terminal 22 conductively connected; and a 
semiconductor device 10 including an electrode 16 conductively 
connected to the wiring terminal; wherein: a width of the wiring 
terminal is smaller than a width of the electrode; and the wiring 
terminal is embedded in a surface of the electrode; a recessed 
portion formed in a center portion of the electrode, the recessed 
portion is constituted by a dimension corresponding to the width 
of the wiring terminal; and the wiring terminal is embedded in a 
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surface of the electrode. Applicant’s claim language of a 
recessed portion formed in a center portion of the electrode 
before the electrode and the wiring terminal are conductively 
connected is given little weight. In a device claim, the Examiner is 
interested in finding the final structure claimed by Applicant. 
Whether the recess portion formed in a center portion of the 
electrode was created before or after the conductive connection 
to the wiring terminal, the same final structure occurs if a recess is 
present in the structure. Yohei fail to explicitly show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance. 

Applicant’s Prior Art figures 10 and 1 1 discloses show an 
electro-optical device comprising: an electro-optical panel 
retaining an electro-optical substance for the purpose of enabling 
connection of a wiring board without the provision of soft material 
for lands of the board at mounting flip chip and moreover with a 
fine pitch. 

Therefore, it would have been obvious to one of ordinary skill 
in the art to the teach of Applicant’s Prior Art figures 1 0 and 1 1 to 
modify Yohei’s device for the purpose of enabling connection of a 
wiring board without the provision of soft material for lands of the 
board at mounting flip chip and moreover with a fine pitch. 

As to the grounds of rejection under section 103, see MPEP § 21 13. 


Response 

Applicant’s arguments filed 2/20/06 have been fully considered, but are moot in 
view of the new grounds of rejections detailed above. 

The listed references are cited as of interest to this application, but not applied at 
this time. 
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for the organization where this application or proceeding is assigned is 703-872-9306. 
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